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REMARKS 

Reconsideration of the application in view of the remarks provided below is respectfully 
requested. 

§103 Rejection 

The Examiner rejected Claims 29-43 under 35 U.S.C. § 103(a) as being unpatentable over 
US Patent 5,141,858 ("Paul") in view of US Patent 5,702,942 ("Leathers"). Applicants 
respectfully traverse this rejection. 

The present invention recites a process for preparing a sweetener having at least 20% 
alpha 1-3 linkages and at least 20% alpha 1-6 linkages utilizing a glucansucrase enzyme. The 
presence of least 20% alpha 1-6 linkages and in particular at least 20% alpha 1-3 linkages in the 
oligosaccharides made by the claimed process advantageously provides a product which is slowly 
digestible. 

The Examiner stated in the Office Action that Paul "teaches most of the technical features 
of the claimed invention", but that "[Paul] is silent regarding the alpha-1,3 and alpha-1,6 linkages 
in the synthesized product", and "[Paul] is also silent regarding the specific strain NRRL B- 
21297." (Office Action at pgs. 6, 3). The Examiner further stated that "[i]t would have been 
obvious to one of ordinary skill in the art at the time the invention was made, to follow the 
teachings of [Paul] and make a modification of those teachings by replacing the enzyme with the 
enzyme taught by [Leathers]." (Office Action, pg. 4). Applicants respectfully assert that Paul 
does not teach the claimed process and that the combination of Paul and Leathers is an improper 
combination of references. 
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Paul does not teach the claimed process - a process for preparing a slowly digestible 
sweetener. In stark contrast to the present invention, the purpose of Paul is to produce 
oligodextrans having a-1-2 bonds which are non-digestible. As discussed in Paul, the presence 
of these a-1-2 bonds makes the oligodextran "particularly resistant to enzymatic hydrolysis by 
glucohydrolase enzymes (Paul, col. 2, 11. 9-11). Paul further states that this property - the 
presence of these a-1-2 bonds - makes the oligodextrans of Paul "useful as fillers or extenders 
(Paul, col. 2, 11. 16-17). Paul additionally describes methods for increasing the "proportion 
of oligodextrans containing an a-1-2 bond" and for eliminating "oligodextrans which do not 
contain an a-1-2 glucoside bond". (Paul, col. 4, 11. 44-55 and 49-51). 

Thus, it can be seen that the ultimate aim and teaching of Paul is to not only create 
oligodextrans having a-1-2 bonds, but also to maximize the concentration of oligodextrans 
having a-1-2 bonds in a final product. It is well established in the art that oligodextrans with 
these a-1-2 bonds are non-digestible. As Paul describes, this quality of non-digestibility allows 
the product of Paul to be used as a filler or extender. Thus, it would defeat the purpose of Paul to 
create oligodextrans without a-1-2 linkages, or to utilize an enzyme which either produces 
oligodextrans with no a-1-2 linkages or low percentages of a-1-2 linkages. As Paul explicitly 
maintains - it is these a-1-2 linkages which provide the quality of non-digestibility and makes the 
oligodextran of Paul useful as a filler or extender. 

Not only does Paul's disclosure focus on a-1-2 linkages, Paul's disclosure does not 
mention a- 1-3 linkages. In fact, the presence of a significant percentage of a- 1-3 linkages in a 
product will necessarily limit the percentage a-1-2 linkages in that product. The Examiner has 
stated that strain NRRL B-1299 produces enzymes which will necessarily produce glucans 
having both a- 1-3 and a- 1-6 linkages. (Office Action, pg. 6). Applicants respectfully assert that 
this is not accurate. As stated in an article cited by Paul itself, strain NRRL B-1299-L produces 
enzymes which produce oligodextrans with 6% a-1-3 linkages and strain NRRL B-1299-S 
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produces enzymes which produce oligodextrans having 0% a- 1-3 linkages. (Paul, col. 2, 11. 67- 
68: "Characterization and classification of dextrans from ninety-six strains of bacteria", A. 
Jeanes et al. (1954), J. Amer. Chem. Soc. 76, 5041-5052). Thus, NRRL B-1299-S produces 
enzymes which produce oligodextrans with no a-] -3 linkages and strain NRRL B-1299-L 
produces enzymes which produce oligodextrans whose level of a- 1-3 linkages does not remotely 
approach the claimed percentage. 

The Examiner has sought to remedy the deficiencies of Paul by utilizing stain NRRL-B 
21297, which is disclosed by Leathers, in the process disclosed by Paul. An ordinarily skilled 
worker, however, upon reading Paul, would never utilize the strain NRRL B-21297 in the 
process taught by Paul. 

As discussed above, the purpose of Paul is to produce oligodextrans with a-1-2 linkages 
and to maximize the amount of oligodextrans with a-1-2 linkages in a product. The purpose of 
Leathers, on the other hand, is to select strains which produce high levels of alternan to dextran 
and alternansucrase to dextransucrase. Alternansucrase is an enzyme used to produce alternan. 
Thus, the ultimate aim of Leathers is to select strains which produce high proportions of alternan 
and high proportions of an enzyme which produces alternan. Alternan, by definition and as 
described in Leathers, consists of alternating ct-1-3 and a- 1-6 linkages. Indeed, Leathers 
explicitly states that "[ajlternan is the name given to the unique a-D-glucan soluble glucose- 
polysaccharide in which alternatin g q-(l->6 ), a-Q->3 ) linkages predominate in the 
polysaccharide backbone." (Leathers, col. 1, 11. 22-25, emphasis added). A diagram of alternan 
is shown in FIG. 1 of Leathers further demonstrates that a- 1-3 and a- 1-6 linkages predominate in 
the structure of alternan. Moreover, this diagram shows a lack of a-1-2 linkages. 

Because the purpose of Paul is to produce oligodextrans with a-1-2 linkages, it would be 
contrary to that purpose to utilize the strain disclosed in Leathers which is useful in producing 
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alternansucrase - an enzyme to produce alternan. In fact, an ordinarily skilled worker, having 
read Paul would surely steer clear of the strains listed in Leather because they produce an enzyme 
which, when used, results in a polysaccharide where a-1-3 and a-1-6 linkages predominate. 

A USPTO memorandum issued by Margaret Focarino, USPTO Deputy Commissioner of 
Patent Operations, relating to the salient points of the Supreme Court's KSR v. Teleflex ruling 
stated that "in formulating a rejection under 35 U.S.C. 103(a) based upon a combination of prior 
art elements, it remains necessary to identify the reason why a person ordinarily skilled in the art 
would have combined the prior art elements in the manner claimed ." (USPTO Memorandum, 
May 3, 2007, From: Margaret Focarino Deputy Commissioner of Patent Operations, To: 
Technology Center Directors, pg. 2, emphasis added). Moreover, the Examiner must make 
"explicit" the rationale of "the apparent reason to combine the known elements in the fashion 
claimed." ( KSR IntM Co. v. Teleflex. Inc. . 550 U.S. 398. 418). 

The Examiner stated that a person having ordinary skill in the art would have combined 
these prior art elements "to make a different profile of carbohydrates." (Office Action, pg. 4). 
Applicants respectfully assert that the Examiner's rationale is insufficient to meet his burden of 
making his rationale for combining these prior art elements explicit. Indeed, under the 
Examiner's rationale, any strain from any reference could potentially be used in any process to 
try and make a different profile of carbohydrates. 

Not only is there no explicit reason given to combine Leathers with Paul, but the purpose 
of Paul actually militates against using the strain NRRL-B 21297 disclosed in Leathers. Thus, an 
ordinarily skilled worker, based on the teachings of Paul would actually be discouraged from 
using the strains listed in Leathers in the process of Paul. 
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For at least these reasons, Applicants assert that the pending claims are patentable and 
respectfully request that the rejection under 35 U.S.C. § 1 03(a) be withdrawn. 

Please apply any charges or credits to deposit account 50-2342. 



CARG1LL, INCORPORATED 
Law Department 
P.O. Box 5624 

Minneapolis, MN 55440-5624 
Telephone No.: (952)742-0144 
Facsimile No.: (952) 742-6349 



Respectfully submitted, 




LP, 
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